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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Bl ue Man Productions, Inc. has opposed the application
of Erich Tarmann, an Austrian citizen, to register BLUEVAN

as a trademark for “tobacco, snokers’ articles, nanely

”1

cigarettes. As grounds for opposition, opposer has

1

Application Serial No. 76295724, filed August 6, 2001, and
asserting first use and first use in comerce on March 6, 2000.
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all eged that since prior to March 6, 2000, applicant’s
clainmed date of first use, opposer has used the mark BLUE
MAN GROUP in connection with a wide variety of goods and
services, and that it owns registrations for BLUE MAN GROUP
for “gift itens, nanely decorative nmagnets; paper goods,
nanmel y, postcards and posters; apparel, nanely hats,
T-shirts, sweatshirts”;? and for BLUE MAN GROUP, with the
word GROUP disclainmed, for “entertai nment services in the

"3 and for

nature of |ive nmusical and theatrical performances
“musi cal sound recordings”;* that opposer owns pendi ng
applications for BLUE MAN GROUP for nugs, watches and
ornanental pins, jackets and caps, and prerecorded videos;
that as a result of extensive pronotion of goods and
services bearing its mark, opposer has built up goodw Il for
its mark, and its advertising and pronotional efforts have
brought the mark high recognition and visibility anong
consuners; that the mark has achi eved wi despread fane; that
applicant’s use of BLUEMAN is likely, when applied to
applicant’s goods, to cause confusion, mstake and to

decei ve; and that opposer’s mark was fanous and distinctive

prior to applicant’s clained date of first use, and that

W read the identification as being for tobacco and for snoker’s
articles, nanely cigarettes.

2 Registration No. 2438222, issued March 27, 2001

3 Registration No. 2450660, issued May 15, 2001

4 Registration No. 2617550, issued May 10, 2002.
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applicant’s BLUEMAN mark will dilute the distinctive quality
of opposer’s BLUE MAN GROUP mark. >

Appl i cant has denied the salient allegations of the
notice of opposition in his answer.

The Record

By operation of the rules, the record includes the
pl eadings and the file of the opposed application. Opposer
has al so made of record its pleaded registrations by
submtting certified status and title copies of them
Opposer has al so submtted, under notice of reliance, a
| arge nunber of printed publications/materials and tapes of
tel evi si on broadcasts and other video recordings. Applicant
noved to strike these materials for various reasons, which
noti on was opposed by opposer. Decision on the notion was
deferred until final hearing, and we therefore turn to it
now.

Appl i cant objected to sone of the materials, in
particul ar press rel eases, Internet pages and vi deos of
tel evi si on broadcasts, on the basis that they are not
printed publications that may be subm tted under a notice of

reliance and/or that they are not self-authenticating. In

®> (pposer also alleged that applicant’s mark woul d fal sely

suggest a connection between applicant’s mark and opposer.
However, it is clear fromopposer’s brief, which states that the
only two grounds at issue are likelihood of confusion and
dilution, that opposer was not attenpting to assert a clai munder
Section 2(a) of the Act.
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its response to the notion, opposer stated, inter alia, that
“to the extent that any of these docunents do not qualify on
their face as ‘printed publications,” Qoposer will showin
its rebuttal testinony period, which has yet to begin, that
such publications otherwi se qualify as ‘printed
publications’ under Rule 1.222(e)[sic, should be 2.122(e)].”

During its rebuttal testinony period opposer took the
testinony of Laura Camen, its marketing director, who
testified that a service called Video Mnitoring Service
provides a report listing any nentions of BLUE MAN GROUP on
tel evision, and that opposer can obtain cassettes fromthis
service, or from another conpany, of such appearances. She
also testified that print nentions are provided to opposer
by a clipping service, which nonitors both donestic and
foreign publications. She explained that sone of the
clippings mght bear handwitten indications of the source
of the article, and that this is done by the clipping
service. M. Cam en al so explained that two ot her services
keep track of nentions of BLUE MAN GROUP on the Internet,
and that if opposer itself is not able to find the actual
article on a website, it would obtain a copy fromthe
service and keep it with opposer’s business records.

We should nention at this point that applicant
submtted no testinony, so therefore any rebuttal testinony

by opposer would be inappropriate. Rebuttal testinony
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cannot normally be used to suppl enent any inadequacies in
the plaintiff’s main trial testinony. However, we have a
sonewhat odd situation in this case, in that applicant filed
a consented notion “to extend opposer’s rebuttal testinony
period to July 23, 2004.” This notion was signed by
applicant’s counsel on July 8, 2004, after applicant’s
testinony period had closed and at the point that opposer’s
rebuttal testinony period had al ready opened. Thus,
applicant was aware that he had not submtted any testinony
when he consented to an extension of opposer’s rebuttal
testinony period. W therefore deem applicant’s request for
an extension of opposer’s rebuttal testinony period to be a
consent to the inclusion in the record of the testinony
deposition, with exhibits, of Laura Cam en, taken on
July 15, 2004.

Ms. Cam en’ s testinony does not, in general,
aut henticate specific exhibits. 1In fact, for many of the
exhi bits, opposer’s attorney stated that he was identifying
them® However, we find that the testinony is sufficient to
identify how opposer obtained the various clippings.

Therefore, although such materials as videocassettes and

® See, for exanple, the followi ng: Opposer’s attorney: *“I

woul d i ke to show you what | nmarked as Qpposer’s Exhibit 3, and
I"lIl identify this as a one-page press clipping on Blue Man G oup
letterhead, with a tag or slag with—with a bar code indicating
that it’s fromBurrelle' s Information Services. Could you tell
me what Burrelle is?” p. 10. The response dealt only with
Burrelle' s, and not the particular exhibit.
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website materials would not be suitable for a notice of
reliance, because Ms. Camien’s testinony has adequately

aut henticated them we deemthemto be of record.

Simlarly, although sone of the newspaper articles bear
notations fromthe clipping service as to their source and
date rather than fromthe actual publication, we find them
to be authenticated, as we do those clippings that have been
pasted onto opposer’s |etterhead.

Appl i cant has raised certain other objections to the
notice of reliance. Applicant has asserted that it was
untinely. This is not correct. The notice of reliance was
tinmely filed wwth the Board on January 21, 2004, within
opposer’s testinony period which closed on January 22, 2004.
Appl i cant al so asserts that opposer did not indicate the
rel evance of the identified material, as required by
Trademark Rule 2.122(e). This is also not correct. The
notice of reliance states that “these printed publications
and broadcasts are offered to show that Qpposer’s mark BLUE
MAN GROUP, used in connection with entertai nnent services
and rel ated nerchandi se, have [sic] been the subject of
nunmerous articles and broadcasts in publicly circul ated
media.” Although it would certainly have been nore hel pful
to the Board if opposer, for each article and video clip,
had specified the information it considered probative and

the reason therefor, in order to direct the Board' s
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attention to that point, we find the general statenent by
opposer to be a sufficient statenent of the rel evance of
this material.

Appl i cant has al so objected to the material submtted
under notice of reliance on the ground of hearsay. Printed
publications or broadcast news reports would be hearsay if
they were offered to prove the truth of the statenents nade
therein, and to the extent that opposer seeks to rely on
them as evidence of the statenents made in the articles or
broadcasts, applicant’s objection is well taken. However,
they are acceptable to show that the stories have been
circulated to the public. See Hard Rock Cafe Licensing
Corp. v. Elsea, 48 USPQ2d 1400 (TTAB 1998). Thus, we have
consi dered these docunents and the vi deocassettes only for
t hat purpose.’

Because there are literally hundreds of docunents, and
mul tiple excerpts of progranms recorded on the various
vi deocassettes, we will not discuss each one here. Further,
because opposer has not separately nunbered these exhibits,
we cannot easily group themby referring to them by nunber,
and it would nake this opinion unduly long if we were to

list each of them by the nanme of publication (or progran

" The video submi ssions showi ng performances by opposer are,

however, evidence of opposer’'s rendering of its performng
services, and they are al so evidence of television cormmercials in
whi ch opposer appears or which adverti se opposer’s goods or

servi ces.
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and date. Thus, we will refer to certain exhibits as
exanpl es of nore general problens.

In addition to the hearsay problem noted above, sone of
the materials have Ilimted or no probative value. For
exanple, a |large nunber of the articles submtted by opposer
are in a foreign | anguage; not only can we not understand
the articles, but there is no indication that they (or the
Engl i sh | anguage articles that are fromforeign
publ i cations) have been circulated in the United States, and
therefore they are of no probative value in terns of show ng
recognition by the relevant consum ng public. Hard Rock
Cafe Licensing Corp. v. Elsea, supra. Sone of the exhibits
have been submitted in duplicate. |In particular, opposer
has separately submtted the covers and the articles that
appeared in the particular periodicals, so that the |ist of
docunents in the notice of reliance is greater than the
actual nunber of articles in which the mark appears.
Simlarly, sone of the video excerpts have been submtted in
duplicate and separately listed in the notice of reliance
(for exanple, the appearance on “The Toni ght Show’ in 1997,
and the appearance on the “Grammy Awards” show). Further,
sone of the covers and articles and tel evision excerpts do
not refer to the mark BLUE MAN GROUP at all. See, for
exanple, the articles in “Esquire” February 1992

(performance group is referred to as “Blue Man”); “PR Wek,”
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March 18, 2002 (photo of perfornmers, no nention in article
of mark BLUE MAN GROUP); the cover of “Travelocity”
March/ April 2001 (only a photo of three people with blue
heads and hands); the cover of “Ilnproper Bostonian” My 1-
14, 2002 (photo of three people wth blue heads, text “How
to be a Blue Man”); and the television clip for “Las Vegas”
January 6, 2004 (costunmed bl ue-col ored characters shown
doi ng various things, but the mark BLUE MAN GROUP i s not
ment i oned).

Mor eover, sone of the subm ssions are clearly only
excerpts fromlarger articles, e.g., “Philadelphia Gty

Paper,” August 7, 2003 (portion of paragraph in article
headl i ned “icepack” in which appears the sentence, “They

al so tackl e backstage foodstuffs for DFC, |ike recent gigs
with Blue Man Group and Jane’s Addiction.” enphasis in
original); “Geenwich Tine (Geenw ch, CT),” August 3, 2003
(article headlined "This week off-Broadway" of which the
only portion submtted is a listing for “*Blue Man G oup’
They paint each other. They paint the audi ence. They
unroll toilet paper. Foreign tourists love this |ong-
runni ng new vaudeville show Astor Place. Ticketmaster.”).
Because these subm ssions do not show the reference to BLUE

MAN GROUP in context, we cannot ascertain what inpact these

articles may have had on the consum ng public.
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There are certain other materials submtted by opposer
that are inappropriate for a notice of reliance, and that
were not separately authenticated by opposer’s w tness.
They include, for exanple, a letter dated January 7, 1998
fromQ@iides Gallimard to Blue Man G oup; what appears to be
an advertisenent, wthout any indication of source, for a
performance at The Perform ng Garage; what appears to be a
train schedule; a theater program and pages from sonething
described as “The Gane & GQuide That Capture The GCty!”
Further, we have given no probative value to those articles
or clippings which do not indicate their source or their
date. W point out that opposer was placed on notice that
there were deficiencies in its subm ssions under the notice
of reliance, and that Ms. Camen’s “rebuttal” testinony was
specifically designed to cure those deficiencies.
Particularly under these circunstances opposer had a clear
obligation to cure any deficiencies. As for the press
rel eases submtted under notice of reliance, Ms. Cam en
testified that opposer generates press releases and, if a
publication on the press list is interested in a release, it
Wil runit. 1In viewof this, to the extent that opposer
subm tted any press rel eases, we have considered themonly
if it is clear that they appeared in a publication.

Finally, sonme of the video clips which appear on the

cassettes submtted by opposer are not listed in the notice

10



Qpposition No. 91154055

of reliance. Because the purpose of Ms. Camen’s “rebuttal”
testinony was essentially to cure any deficiencies in the
notice of reliance, we do not consider her general testinony
regardi ng opposer’s use of a video clipping service as
sufficient to make of record excerpts which were not
identified during opposer’s main testinony period. Thus,
video clips which were not |isted in opposer’s notice of
reliance or in Exhibit 2 to her testinony have not been
considered. This includes a segnent of what appears to be
an interviewwth Charlie Rose.

We grant applicant’s notion to strike to the extent
that we have not considered the materials submtted with
opposer’s notice of reliance that are not self-
aut henticating (and therefore are not acceptable as printed
publications under Trademark Rul e 2.122(e)), or that have
not been authenticated by opposer’s w tness.

As part of his notion to strike opposer’s notice of
reliance, applicant also noved to dism ss the opposition for
failure to prosecute, based on the assunption that his
nmotion to strike opposer’s notice of reliance would be
granted, and his position that the pleaded registrations
subm tted by opposer under notice of reliance are not
sufficient to show that opposer has a right to relief. See
Trademark Rule 2.132(b). Because the Board deferred a

decision on the notion to strike until final hearing, it

11
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denied the notion to dismss on the basis that it was
premature. Applicant also noved for summary judgnent; this
nmotion was denied as untinely, as it was filed by applicant
at the beginning of his testinony period, rather than before
trial commenced. Although opposer has, in its brief,
referred to sone of the assertions made by applicant in his
nmotion to dism ss/notion for sunmary judgnment, we do not
deem opposer to have stipulated to these assertions as
facts. Further, any evidence submtted with such notions is
not of record, as applicant did not submt any evidence
during trial, and nere statenents nade in a notion do not
constitute evidence.

Only opposer filed a brief. Neither party requested an
oral hearing.
Facts

As not ed above, applicant has not properly made any
evi dence of record, and we therefore do not know anyt hi ng
about himor his activities. Mreover, since there is no
evi dence of applicant’s use, even though his application is
based on Section 1(a) of the Trademark Act, the earliest
date on which he can rely is August 6, 2001, the filing date
of his application.

As for opposer, as we have previously stated, the
various articles or broadcast reports submtted under notice

of reliance cannot be used as evidence of the “facts” stated

12
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therein. Thus, many of the facts asserted by opposer in its
brief have no evidentiary support. For exanple, opposer
states that “the BLUE MAN GROUP mark has sold nore than
seven mllion theater tickets in the U S.,” brief, p. 5,
citing to an article in the “Pittsburgh Post-Gazette,” but
any statenents made in this article about opposer’s sales
are hearsay. Simlarly, characterizations of opposer as

“world fanmous,” taken from“Oficial Cty Guide,” do not
prove that opposer, or the mark BLUE MAN GROUP, is fanous.?
At nost, the latter characterizations can only be considered
as the author’s view (or that of the press release on which
the article was based).

It has been difficult to ascertain facts about opposer
and its activities because opposer did not submt any
narrative testinony. The testinony of Ms. Cam en was very
limted, and was essentially directed to authenticating the
materials submtted with opposer’s notice of reliance.

Thus, there is no testinony about what goods or services

opposer offers under the mark BLUE MAN GROUP. Further, the

notice of reliance under which the “printed publications”

8 (pposer also asserted in its brief, as it did in its notice of

opposition, that it owns pending applications for BLUE MAN GROUP
for additional goods. However, opposer did not submt evidence
of ownership of such applications, so the statenment in its brief
has no support. Subm ssion of an application has no probative
val ue other than to show that the application was filed, so the
failure to nmake the applications of record has no effect on our
deci sion herein. W nerely point this out as another exanple of
t he unsupported statenments nade by opposer in its brief.

13
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were subm tted does not highlight the particular evidentiary
val ue of each docunent; rather, opposer has sinply presented
the Board with four expandable folders of docunments and
vi deocassettes, and |l et the Board search through them for
any information that the Board m ght consider pertinent.
Based on the materials subm tted under notice of
reliance or otherwi se authenticated by Ms. Cam en, we can
conclude that the term BLUE MAN GROUP has appeared in
various articles and other published and broadcast forns,
and identifies a performng group. The entertainnent
services rendered by these perfornmers are, as shown by the
vi deo excerpts, a conbination of nusic, novenent, conedy,
audi ence participation, and perhaps performance art. M.
Camen identified a flyer in which “The Blue Man G oup
invites you to be a part of a Happening Sunday, My 22,
1988” in New York’'s Central Park.® W consider this flyer
accept abl e evidence of use of the mark for entertainnent
services as of that date. There are also video clips
show ng appearances of the BLUE MAN GROUP perforners on
progranms such as “A C oser Look,” and the “Toni ght Show. ”

These clips evidence nusical/conmedy entertai nment services

® Several times in its brief, which was filed in Septenber 2004,
opposer asserts that the nark BLUE MAN GROUP has been used “over
the last twenty-five years,” and that numerous articles featuring
opposer have circulated during this tinme. However, opposer has
pointed to no articles or docunments dated earlier than 1988, nor
have we found any in our review of the extensive group of
exhibits.

14
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under the mark as early as 1991, and continuing through
2003. Advertisenents in the video clips indicate that the
show BLUE MAN GROUP has appeared in New York and Boston

The record al so shows that there have been a | arge
nunber of references to BLUE MAN GROUP as a perform ng group
in both consuner and trade publications. Sone of the
articles submtted by opposer feature BLUE MAN GROUP; ot hers
sinply nention the nane in passing.

The evi dence regardi ng opposer’s advertising efforts is
rather limted. Opposer has provided no figures regarding
its advertising expenditures. The only testinony about its
advertising is fromM. Camen, and it centers on one
advertisenent that appears on a |large electronic billboard
in New York City’'s Tinmes Square. The advertisenent consists
of sone photos of the perforners, followed by the nanme BLUE
MAN GROUP and Astor Place Theatre. The ad, which appears
three tinmes an hour from9 AMuntil 1 AM began running in
| ate 2002 or the beginning of 2003, and was still running as
of the time of Ms. Camien’s testinony in July 2004.1° M.
Camen also testified that, in addition to this single

bill board in New York, opposer has “several billboards in

0 One frane of this ad says “New Al bumin Stores Now (although
if there is any additional wording or a photo in this franme, it
is not visible in the exhibit). Thus, we cannot determne if the
advertisement is for the word mark BLUE MAN GROUP for records.

It al so appears, since the franme refers to a new album that it
was not part of the advertisenent during the entire time that the
advertisenment has run.

15
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Las Vegas, Boston, Chicago.” p. 14. 1In addition,
commerci als show ng that opposer was performng at the Astor
Pl ace Theatre in New York and at Charles Pl ayhouse in Boston
aired during the episode of “The Toni ght Show’ in which
opposer appeared in 1997. Although not specifically
advertisenents for the performance services, the perforners
are featured in television advertisenents for Intel’s
Penti um processors.
Anal ysi s
St andi ng

Opposer has submitted copies of its registrations for
BLUE MAN CROUP, and has al so shown that it renders
nmusi cal / comedy entertai nment services under the name BLUE
MAN GROUP. Therefore, it has established its standing.
Priority

First, we note that, because opposer has made its
pl eaded registrations of record, priority is not in issue.
Ki ng Candy Conpany v. Eunice King' s Kitchen, Inc., 496 F.2d
1400, 182 USPQ 108 (CCPA 1974). Moreover, the evidence of
record shows that opposer advertised a performance under the
mar Kk BLUE MAN GROUP in 1988, and performed in broadcast
tel evi si on appearances as early as 1991, well before the

August 6, 2001 filing date of applicant’s application which,

16
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as we previously stated, is the earliest date on which
applicant can rely.!?

Li kel i hood of Conf usion

Wth respect to the issue of |ikelihood of confusion,
our determnation of this issue is based on an anal ysis of
all of the probative facts in evidence that are relevant to
the factors set forth inlInre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In
re Majestic Distilling Conpany, Inc., 315 F.3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003).

We turn first to the factor of fane, because this
factor plays a domnant role in cases featuring a fanous or
strong mark. Kenner Parker Toys Inc. v. Rose Art
I ndustries, Inc., 963 F.2d 350, 22 USPQ2d 1453 (Fed. Cr
1992). Initially, we point out that, to the extent that any
fame attaches to opposer’s mark, it is in connection with
opposer’s |live nusical and theatrical performances. There
is literally no evidence of sales, advertising or any public
recognition of opposer’s mark in connection with nmagnets,

post cards, posters and clothing. As for opposer’s nusical

1 There has been sone discussion, in both applicant’s nmotion to

di sm ss and in opposer’s brief, about applicant having filed a
foreign application and/or based its application on a foreign
regi stration under the provisions of the Madrid Protocol. There
is no evidence regarding such a filing in the record, and the
application which is the subject of this proceeding was filed
under Section 1(a) of the Trademark Act, based on use in
commerce, and not claimng any benefits or rights under the
Madri d Prot ocol

17



Qpposition No. 91154055

sound recordings, there is limted evidence of a couple of
tel evision advertisenents, but no evidence as to sal es of
recordi ngs, nor of advertising expenditures, nor of any

i npact on or recognition by the public of the mark for such
goods.

We al so point out that we are considering the fane of
the word mark BLUE MAN GROUP, not whether the distinctive
appearance of the perforners is recogni zed or fanous. Thus,
the video segnent fromthe tel evision show “The Si npsons”
where, in the opening sequence, cartoon characters with
hairl ess blue heads are sitting on a couch, but in which the
words “Blue Man G oup” are not nentioned, is not evidence of
fame of the mark. Nor is a segnent fromthe “Early Today”
show about Intel’s advertising canpaign, in which the mark
is never used, but the perforners are referred to throughout
as “The Blue Men.” As for the television commercials for
Intel Pentium processors, although the perforners are
prom nently featured, the words BLUE MAN GROUP appear in
relatively small letters in a corner of the screen for just
a few seconds; as a result, these commercials do little to
show fane of the word mark. The mark that is being
advertised is clearly PENTIUM and it is not clear to what
extent viewers would even notice, |et alone renenber, the
word mark BLUE MAN GROUP in these commercials. As an

addi tional point, although opposer’s witness has testified

18
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about the mllions of dollars spent by Intel to buy nedia
time for these comercials, there is no evidence about the
nunber of times the commercials were shown. |t appears that
one reason for the high costs for this advertising is that
Intel has chosen to run these commercials on prograns,

i ncludi ng the Super Bowl, where air tinme is very expensi ve.
But as the Court specifically pointed out with respect to
comercials during the Super Bow, “a 30-second spot
commercial shown during a Super Bowl football ganme may cost
a vast sum but the expenditure may have little if any

i npact on how the public reacts to the comerci al nessage.”
Bose Corp. v. QSC Audi o Products Inc., 293 F.3d 1367, 63
UsP@2d 1303, 1309 (Fed. Cir. 2002).

Normally we | ook to the volune of sales and adverti sing
expenditures for the goods and services sold under the mark,
and by the length of tinme those indicia of commerci al
awar eness have been evident, in order to neasure the fane of
a mrk. 1d. Here, opposer has provided no evidence of the
volunme of its sales or of its advertising expenditures.

Al t hough we accept that the flyer advertising a “happening”
in 1988 is evidence of opposer’s use of BLUE MAN GROUP for

perform ng services, opposer has provided no cl ear evidence
about the extent of its use of the mark, or its sal es under

the nark, since that date.

19
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What we do have are the articles, Internet materials
and television clips that refer to the BLUE MAN GROUP
performers, and to entertai nnent services rendered under the
mark. As previously discussed, many of these articles have
no or very little probative value. W have already said
that many of the articles nade of record by opposer nention
the mark BLUE MAN GROUP only in passing. W are rem nded by
the diligence of opposer’s clipping services of a statenent
made by the Court of Appeals for the Federal Circuit in
anot her context: “It is indeed remarkable to see the
t horoughness with which NEXIS can regurgitate a pl acenane
casually nentioned in the news.” In re Societe Ceneral e des
Eaux M nerales de Vittel S A, 824 F.2d 957, 3 USPQ2d 1450,
1451 (Fed. G r. 1987). Opposer’s clipping services appear
to be equally thorough in finding all nentions of or
references to BLUE MAN GROUP, whether it be the mark or the
performers. For exanple, an article in the August 19, 2002
“Peopl e” magazi ne about Mdby and David Bowi e and their
sumer tour nentions, in a parenthetical, “The eclectic bill
i ncl udes Blue Man Group and rapper Busta Rhynes”; a
Septenber 6, 2002 article in “The New York Tinmes” discussing
many progranms conmenorating 9/11 contains the sentence, “In
tribute to the victinse of the 9/11 attacks, Blue Man G oup

has created an el oquent video.”

20
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In addition, sone of the publications appear to be of
limted circulation or are trade publications or are
directed to specific audience segnents, such that they are
not likely to be seen by | arge nunbers of the general
public. These include “The Cal vin Spark, The Magazi ne for
Alumi and Friends of Calvin College”; “FSB Fortune Snal
Busi ness”; “Ad Age”; “DVD WORKS The Art and Sci ence of DVD
Production”; “Brandweek”; “Picture Fram ng Magazi ne”; and
“Anmerican Cenetery.” W consider these articles to be of
extrenely limted value in proving the fame of opposer’s
mar K.

Quite a nunber of the remaining articles, many of which
are about or promnently feature the BLUE MAN GROUP
performers and their performances under the mark, are from
periodicals from Las Vegas, and are about the BLUE MAN GROUP
show in that city. The publications include specialty
entertai nnment nmagazi nes such as “NEON The Las Vegas Quide to
Entertainnent”; “Las Vegas Wekly”; “What’s On The Las Vegas
Guide”; “Today in Las Vegas” and “Las Vegas City Life.”
There are simlar groups of articles from periodicals
| ocated in Chicago, Boston and New York and their respective
surroundi ng areas that discuss the BLUE MAN GROUP show bei ng
performed in those cities. Although people living or
visiting in these cities during the tinme the articles ran,

and who were interested in the entertai nnent opportunities
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avai l abl e at those tines, may have been exposed to the
articles, they do not show general recognition of the mark
BLUE MAN GROUP.

We acknow edge that opposer has nmade of record articles
fromnational publications as well as from newspapers
| ocated around the country, fromPittsburgh, PA to Savannah,
Ceorgia to San Diego, CA. Sone of these articles feature
t he BLUE MAN GROUP performances, while others sinply nention
the mark in passing. For exanple, BLUE MAN GROUP is the
subj ect of a cover story in the Sunday Cal endar section of
the March 4, 2001 “Los Angeles Tines,” and is al so the
subject of articles in the Novenber 17, 1991 “New YorKk
Times,” the July 11, 2003 “Cbserver-Reporter” (Washington
PA), the May 16, 2003 “Record” (Hackensack, NJ) and the
May 7, 2003 “Cherokeean/Herald” (Rusk, TX). On the other
hand, there is a food recipe article in the Septenber 16,
2001 issue of the “The New York Tines” about the col or blue
as it relates to food in which the group is pictured, but
there is only a brief reference to the mark.

Evi dence of national nagazines that feature the
performers or performance services is rather limted. For
exanple, there is an article in the July 24, 2000 “Ti ne”
magazi ne about BLUE MAN GROUP pl aying at a theater in Las
Vegas. Mere nentions include the April-My 2002 issue of

“Bride’s Magazine” which, in an article on honeynoons in Las
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Vegas, includes the sentence, “Elvis inpersonators are
conpeting for arena space with cutting-edge acts |ike Bl ue
Man G oup, while all-you-can-eat buffets vie with a cadre of
celebrity chefs for visitors’ palates.” There are also sone
articles in national magazines fromthe early 1990s, e.g., a
“Vanity Fair” two-paragraph article, with photo, in Apri
1991; a July 20, 1992 travel section article in *“Business
Week, ” di scussing dining and show options in New York which
i ncludes a photo of the performers and a nention of the BLUE
MAN GROUP show, and an article in the January 20, 1992 issue
of “Tinme” magazi ne about the group and their performances.
The BLUE MAN GROUP entertai nment services have received
exposure through tel evision appearances or nentions on
tel evision prograns. Many of the video clips that opposer
has submtted are of | ocal news broadcasts, including
segnents about INTEL, its financial position and its new
advertising canpaign. Although the BLUE MAN GROUP
performers are shown in these broadcasts, the mark itself is
mentioned only briefly. There have al so been sone
national |y broadcast progranms. Sone, again, contain only
mere nentions of the mark, for exanple, an appearance by the
performers on the Sunday “Today” show of Decenber 22, 2002,
where they are seen very briefly standing outside the studio
handi ng out toys to the gathered audi ence, and during which

the mark BLUE MAN GROUP is nentioned only once. However,

23



Qpposition No. 91154055

sone of the national television appearances are nore
significant. These include opposer’s appearances at the
2001 Grammy Awards show, on the “Drew Carey Show’' and on
“The Toni ght Show.” Opposer perforned at the G anmy Awards
showwith Jill Scott and Moby. Various |ocal newscasts
about the show stated that BLUE MAN GROUP had been nom nat ed
for an award in the Best Pop Al bum I nstrunental Category,

al t hough according to the newscasts opposer did not win. On
a live telecast of the “Drew Carey Show' which aired on
Novenber 29, 2001, the perfornmers, dressed in their
characters as BLUE MAN GROUP, pl ayed featured roles, and the
mark and their theater performances were nentioned as part
of the story. (Opposer al so appeared on “The Toni ght Show’

el even tinmes between 1992 and 2003 (twice in 1992, once each
in 1993, 1994, 1997, 1999 and 2000, and four tines in 2003),
where it gave its nusical/conedic/theatrical perfornmances
under the mark BLUE MAN GROUP.

Thus, there are a nunber of articles that show opposer
and its performances under the mark BLUE MAN GROUP have
received publicity, particularly in the cities where opposer
has perforned. The performances and the mark have al so
recei ved sone national exposure, particularly through the
group’ s appearances on such prograns as the “Toni ght Show’
and the “Grammy Award” show, as well as exposure in various

cities throughout the country through articles that have
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appeared in different newspapers and nentions on | ocal
tel evi si on news broadcasts.

Wi | e opposer has certainly submtted a | arge nunber of
articles and other materials, when unacceptable materi al,
duplicative material, and material with no real probative
val ue is renoved, the anmount of evidence show ng recognition
of opposer’s mark is far less than the el even-page listing
i n opposer’s notice of reliance would | ead one to expect.
From the probative evidence, we conclude that BLUE MAN GROUP
has achi eved a degree of recognition as a mark for
entertai nment services, such that the mark woul d be vi ewed
as a strong and distinctive mark, and not be considered only
as highly suggestive of performance services rendered by a
group of nmen who are col ored bl ue.

However, we cannot find on this record that consuners
have been so exposed to the mark BLUE MAN GROUP, or that
they are so aware of it, that it can be considered a fanous
mark. Certainly the evidence of fame in this record is nuch
| ess conpelling than that conpiled in other cases where
mar ks have been found to be fanobus. See Bose Corp. v. QSC
Audi o Products Inc., supra, and exanples given therein. In
this respect, the situation is simlar to that in Hard Rock
Cafe Licensing Corp. v. Elsea, supra at 1409, in which the
opposer also submtted only printed publications inits

attenpt to prove the fane of its mark, and in which the
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Board stated that “opposer failed to properly introduce any
specific evidence regarding the nature and extent of its
pronmotion of its mark in connection with its products and
services, U S. sales figures, advertising and ot her

pronoti onal expenditures or evidence regarding the
reputation of opposer's mark to the rel evant purchasing

group.”

The Court confirmed, in Packard Press Inc. v. Hewlett-
Packard Co., 227 F.3d 1352, 56 USPQ2d 1351, 1356 (Fed. Cr
2000), the inportance of evidence such as sales figures and
pronoti onal expenditures in terns of proving the fanme of a

mar k:

We hold that the Board correctly
declined to consider the fane factor.
Qur casel aw has consistently stated that
the conclusion that a mark is fanmous is
based on several inportant factua
findings. See DuPont, 476 F.2d at 1361
177 USPQ at 567 (indicating that the

sal es, advertising, and |l ength of use of
the mark are to be considered when

eval uating the fame of the mark); Recot,
214 F. 3d at 1326, 54 USPQ at 1896
(describing rel evant evidence of record
supporting conclusion that the FRI TO LAY
mark is famous). That the fane factor

i s based on underlying factfinding
dictates that relevant evidence nust be
submtted in support of a request for
treatment under the fanme factor. This
responsibility to create a factual
record is heightened under the nore
deferential standard that this court
nmust apply when review ng PTO
factfinding. See Zurko, 527 U. S. at
165, 50 USPRd at 1937; Gartside, 203
F.3d at 1315, 53 USPQ2d at 1775. This
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i s because judicial review under the
substantial evidence standard, see
Gartside, 203 F.3d at 1314, can only

t ake pl ace when the agency explains its
deci sions with precision, including the
underlying factfindings and the agency's
rationale. This necessarily requires
that facts be submtted to the agency to
create the record on which the agency
bases its decision. Because HP did not
proffer such evidence in support of its
argunent that its marks are fanous, the
Board properly declined to address this
i ssue.

In view of the extreme deference that is accorded to a
famous mark in ternms of the wide latitude of |ega
protection it receives, and the dom nant role fanme plays in
the likelihood of confusion analysis, we think that it is
the duty of a plaintiff asserting that its mark is famous to
clearly prove it. Al though opposer has shown that its mark
has achi eved sone recognition for nusical/conmedy/theatrica
per formance services, the evidence of record is insufficient
to support a finding that the mark is famous. Thus, we find
that the factor of the strength of the mark favors opposer,
but not to the extent that it would if the mark were truly
f amous.

Even if opposer had proved that its mark is fanmous for
entertai nment services, the factor of fame alone is not
sufficient to establish likelihood of confusion. [If that
were the case, having a fanbus mark would entitle the owner
to aright in gross, and that is against the principles of

trademark |aw. See University of Notre Danme du Lac v. J. C
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Gournet Food Inports Co., Inc., 703 F.2d 1372, 217 USPQ 505,
507 (Fed. Cir. 1983):

The fame of the [plaintiff’s] nane is

insufficient initself to establish

I'i kelihood of confusion under § 2(d).

"Likely * * * to cause confusion" neans

nmore than the likelihood that the public

will recall a fanmous mark on seeing the

sanme mark used by another. It nust also

be established that there is a

reasonabl e basis for the public to

attribute the particul ar product or

service of another to the source of the

goods or services associated with the

famus mark. To hold otherw se woul d

result in recognizing a right in gross,

which is contrary to principles of

trademark | aw and to concepts enbodi ed

in 15 USC § 1052(d).
See also Recot Inc. v. MC. Becton, 214 F.3d 1322, 54 USPQd
1894, 1898 (Fed. G r. 2000) (“fame al one cannot overwhel m
the other du Pont factors as a matter of |aw’).

In this case, we find that the differences in the
goods, as well as the different conmercial inpressions
engendered by the marks, are significant countervailing
factors. See Burns Philp Food Inc. v. Mddern Products Inc.,
24 USPQ2d 1157 (TTAB 1992), aff’d unpub op. 1 F.3d 1252, 28
uUsP@d 1687 (Fed. Cir. 1993).

Turning to the goods and services, there are clear and
significant differences between applicant’s goods, tobacco
and cigarettes, and the various goods and services
identified in opposer’s registrations, i.e., nusical

recordi ngs, magnets, postcards, posters, hats, T-shirts,
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sweat shirts, and nusical and theatrical performances. In
particular, there are significant differences between
applicant’s goods and the entertai nnent services for which
opposer contends that its mark is fanmous. Qpposer has
asserted in its brief that cigarettes and opposer’s goods
and services are conpl enentary, but has submtted no
evidence in support of such a statenent. Qpposer states
that it features cigarette lighters as the focus of a
segnent in its current production, but again, there is no
evidence of this in the record. (As we stated previously,
articles may not be used to prove the truth of the matters
asserted therein, as that would constitute reliance on
hearsay.) Nor has opposer submtted evidence of what it
characterizes as an “unusual ‘enpire’ or ‘franchise’ of
products and services wth which [opposer] has been
associated.” Brief, p. 16. The fact that opposer’s
performers are seen in Intel comercials does not create an
“enpire” or “franchise”; it does not even nmake opposer a
franchisor of its mark for Intel’s conputer chips. And the
fact that opposer has registered its mark for magnets, post
cards, posters and clothing itens does not denonstrate that
consuners are likely to believe that opposer sponsors or has
licensed the use of its mark for cigarettes or tobacco. The
present situation is different fromthat in MDonal d s Corp.

v. Mcdain, 37 USPQ2d 1274 (TTAB 1995), cited by opposer, in
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whi ch the Board found that, in view of the fact that

McDonal d’s used and licensed its nmarks on a wide variety of
goods and services, consuners were likely to believe that
McDonal d’s was connected with applicant’s | egal services.
Here, on the other hand, opposer has not shown that it has a
hi story of licensing, or that it has done any |icensing at
all. Nor has opposer even shown that cigarettes or tobacco
are products for which owners of nerchandi si ng marks woul d
license their marks.

We recogni ze that, when a mark is fanous, the degree of
rel at edness of the goods need not be as great. W also
recogni ze that, even if the goods in question are different
from and thus not related to, one another in kind, the sane
goods can be related in the mnd of the consum ng public as
to the origin of the goods. See Recot Inc. v. MC. Becton,
214 F. 3d at 1329, 54 USPQ2d at 1898. However, there nust be
sonething nore than just a simlarity of marks to show this
rel at edness or, again, the owner of a fanobus mark woul d have
aright in gross. Therefore, even if opposer had been able
to establish that its mark is fanous, opposer has sinply
failed to show any rel atedness as to origin of cigarettes or
t obacco and opposer’s perform ng services or its other
goods. Because there is no evidence that opposer |icenses
its marks at all, or that other conpanies |license, for use

on cigarettes and tobacco, marks that are used for
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entertai nnent services and on such goods as posters,

cl ot hing, nmagnets and sound recordi ngs, opposer has not
proven that cigarettes or tobacco would be related to its
goods and services in the mnd of the consum ng public.
Thus, the factor regarding the simlarity or dissimlarity
of the goods favors applicant.

This brings us to a consideration of the nmarks. W
agree with opposer that the marks are very simlar in
appearance and pronunci ation, differing essentially only in
t hat opposer’s mark has the additional word GROUP, and
depicts BLUE MAN as two words rather than one. In terns of
meani ng, opposer’s |live nmusical and theatrical performances
feature three nen whose heads and hands (the only parts of
their bodies that show) are a shade of bright blue. Wen
opposer’s mark is viewed in connection with these services,
the mark obviously refers to these perforners, and the fact
that each person in this group is a “blue man.” As for the
musi cal recordings, the comrercials and adverti senents for
these recordings promnently feature the bl ue-headed
performers, such that, with respect to the recordings, too,
the mark BLUE MAN GROUP has the connotation of the
appearance of the perforners. On the other hand,
applicant’s mark has no such connotation for cigarettes or

tobacco. Thus, the marks differ in their connotations and
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2\ consider these differences in

comerci al inpressions.?!
the connotations and the comercial inpressions of the marks
to outwei gh the visual and phonetic simlarity. As a
result, this factor favors applicant.

Opposer asserts that the parties’ goods and services
travel through the sanme channels of trade but, again, has
subm tted no evidence to support this claim W agree with
opposer that there are no restrictions as to the channel s of
trade for the goods and services identified in opposer’s
regi strations and applicant’s application, and that they
nmust be assuned to travel in all of the normal channels of
trade for such goods and services. However, it is not
apparent to us fromnerely view ng the identifications that
the normal channels of trade for the sale of cigarettes or
tobacco are the sane as the channels of trade for live
musi cal and theatrical performances, or for magnets,
posters, postcards and clothing. Opposer also states that
“the Board can take notice that many of the national

publications which promnently featured articles about

Opposer ...also run advertisenents for cigarettes and ot her

12 As for opposer’s identified goods, with the exception of the

nmusi cal recordings, there is no evidence in the record as to how
t he goods appear, so the mark BLUE MAN GROUP may not have the
same connotation as it does for the entertai nment services and
recordings when it is used for these other goods. However, even
if the parties’ marks had the same connotation, because there is
no evi dence what soever that opposer has achi eved any recognition
for its mark for these other goods, the differences in the goods
thensel ves is sufficient to avoid any likelihood of confusion.
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tobacco products.” Brief, p. 22. However, we have found no
such advertisenents in opposer’s subm ssions, and we decline
to take judicial notice as to whether specific nagazi nes or
newspapers carry cigarette ads. 1In any event, the fact that
a cigarette ad may appear on one page of a mmgazi ne or
newspaper, far renoved fromany article referencing
opposer’s mark and services, is not sufficient to
denonstrate that readers/consuners woul d be exposed to both
t he goods and services under circunstances that woul d give
rise to the mstaken belief that they originate fromthe
sane producer. See International Tel ephone & Tel egraph
Corp., 197 USOQ 910, 911 (TTAB 1986). The factor of the
channel s of trade favors applicant.

Opposer has not discussed any of the other du Pont
factors, so we will not burden this opinion with an
exhaustive discussion of them Briefly, there is no
evidence of third-party use of simlar marks, so this factor
favors opposer. There is also no evidence of actual
confusi on, but because we have no information regarding the
nature or extent of applicant’s use, we consider this
factor, and the related factor of use w thout evidence of
confusion, to be neutral. The class of consuners for the
parties’ goods and services nust be considered, in part, to

be the sanme, in that both may be marketed to and purchased
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by adult nenbers of the general public. This factor favors
opposer.

Opposer has al so asserted that “where there is evidence
of an applicant’s intent to adopt a mark to benefit fromthe
goodwi I | of an already successful mark, this factor weighs
toward a |ikelihood of confusion.” Brief, p. 18. However,
opposer has not submtted any evidence that this was
applicant’s intent in adopting its mark. W cannot infer a
bad intent nerely fromthe fact of applicant’s adoption of a
mark with sonme simlarity to opposer’s narKk.

Opposer is correct that any doubt as to whether
confusion is likely nust be resol ved agai nst the newconer.
However, the burden still rests with the opposer to prove
its case. Based on the record herein, and considering al
the du Pont factors on which there is evidence, we find that
opposer has failed to establish that applicant’s use of
BLUEMAN for cigarettes or tobacco is likely to cause
confusion with opposer’s mark BLUE MAN GROUP for its
identified goods and services. W have no doubt on this
i ssue, and thus the presunption for resol ving doubt does not
cone into play.

Di | ution

The second ground asserted by opposer is that of

dilution. Section 43(c)(1) of the Trademark Act, 15 U S.C

8§ 1145, provides that “The owner of a fanobus mark shall be
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entitled, subject to the principles of equity and upon such
ternms as the court deens reasonable, to an injunction

agai nst anot her person’s comercial use in comerce of a
mark or trade nane, if such use begins after the mark has
becone fanmpbus and causes dilution of the distinctive quality
of the mark, and to obtain such other relief as is provided
in this subsection.” This ground is nade avail able for
opposi tion proceedi ngs by Section 13(a) of the Act, 15
US C 8§ 1063(a). As set out in the Act itself, and as
interpreted by case |law, one of the factors to be consi dered
in determ ning whether dilution has been proven is whether
the opposer’s mark is fanmous. See Toro Co. v. ToroHead
Inc., 61 USPQ2d 1164 (TTAB 2001).

The operative date by which opposer nust prove its mark
becane fanmous is August 6, 2001, which is the filing date of
applicant’s application. 1In Toro Co. v. ToroHead Inc.,
supra at 1174, the Board held that in the case of an intent-
to-use application, an owner of an allegedly fanous mark
must establish that its mark had becone fanous prior to the
filing date of the trademark application or registration
agai nst which it files an opposition or cancellation
proceeding. In the present case, we note that applicant’s
application is based on use (Section 1(a) of the Act),
rather than on an intention to use the mark, as was the

situation in the TORO case. However, because applicant has
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not submtted any evidence of his use, it is consistent with
the analysis set out in TORO, as well as case |aw involving
a determnation of priority, to treat the filing date of
applicant’s application as the date of his first use and/or
constructive use of the mark. See Levi Strauss & Co. v. R
Josephs Sportswear Inc., 36 USPQd 1328 (TTAB 1994) and
cases cited therein. Accordingly, in our determnation of
whet her opposer has proven dilution, nmuch of the evidence
subm tted by opposer can be given no consideration because
it consists of printed materials dated after August 6, 2001,
and copies of television broadcasts which aired after that
dat e.

Fanme for |ikelihood of confusion purposes and fane for
di lution purposes are distinct concepts. PalmBay |Inports
Inc. v. Veuve Cicquot Ponsardin Mison Fondee En 1772, 396
F.3d 1369, 73 USPQ2d 1689 (Fed. G r. 2005). A mark may have
acquired sufficient public recognition and renown to
denonstrate that it is a strong mark for |ikelihood of
confusi on purposes w thout neeting the stringent
requi renents to establish that it is a fanmus mark for
di lution purposes. Toro Co. v. ToroHead Inc., supra at
1170.

We have al ready found that opposer has failed to prove
that BLUE MAN CROUP is a famous mark in our |ikelihood of

confusion analysis. Therefore, given the stricter standard
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required to prove fanme in order to obtain protection under
the dilution statute, and given that all articles and
tel evi si on broadcasts and ot her evidence dated after
August 6, 2001 cannot be considered as evidence of fane, it
is clear that opposer has not proven that BLUE MAN GROUP is
fanous for dilution purposes.

Accordingly, we find that opposer has failed to
establish its claimof dilution.

Deci sion: The opposition is dism ssed on both the
ground of |ikelihood of confusion and the ground of

di | ution.
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